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REMARKS 

Amendments to claims 30 and 53 ax^ tor the purpose of clarifying what Applicant regards 
as the invention. Amendments to claims 58 jk 61. and 64 are to change claim dependency. No 
new matter has been added. 



I. Claim Election 

Claims 57-64 have been withdrawn from consideration as allegedly directed to a non- 
elected invention. Claim 57 has been canceled, and claims 58-64 have been amended to depend 
from new independent claim 65, which recitL the same limitation "reflective elements" as that 
in claim 53. ' 



II. riaiin rejection under S 112 

Claims 29-32, 34, 35, 38-45*49, and 52-56 stand rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite. According tjjl the Office Action, claims 30 and 53 allegedly omit 
the essential element "an optical imaging apparatus." In particular, according to page 5 of the 
Office Action, the element "an optical imaging apparatus" is allegedly essential because 
Applicant elected the marker systeni. However, Applicant respectfully notes that the test of 
essential element is not whether the ielemenj is considered by the Examiner to be a component of 
a system elected by Applicant, but rather, ^ether Applicant explicitly describes such element to 
be essential in the specification (See MPEIj|§ 2172.01 - which states that a rejection under § 112 
is proper when "a claim which omite matte| disclosed to be essential to the invention as 
described in the specification or in other statements of record."). In this case, the subject 
specification does not describe sucli element to be essential. Also, as described in pages 16-17 
and figures 7, 9, and 10 of the speculation] an embodiment may include just the marker 
(without the optical apparatus). For at leasjlthe foregoing reasons, Applicants respectfully 
request that the § 112 rejection for claims 30 and 53, and their respective dependent claims, be 
withdrawn. I ;l 
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Claims 29-31, 34, 35, 38-4s{ If, and p-54 stand rejected under 35 U.S.C. § 103 as being 
unpatentable over Josefsson in viewj of U.S. patent No. 6,061,644 (Leis). 

Claim 30 has been amended! toj pciteja marker block having two reference locations that 
are spaced apart from each other. QlkiL 53 has been amended to recite a marker block having 
two reflective elements that are spacL* apart jfrom each other. Neither Josefsson nor Leis 
discloses or suggests such marker blocks. Jbsefsson discloses attaching individual retro- 
reflective materials directly to a patlU :'s bocly (see page 121, bottom of right column, and 
figures C and E on page 127), and t[ieipfore jdoes not disclose or suggest a marker block having 
two reference locations or two refl«jctj|e elements that are spaced apart from each other. Also, 
because in Josefsson, the retro-reflective materials are structurally independent from each other, 
Josefsson in fact teaches away from a common structure (i.e:, a marker block) that is used to 

i i 

carry two or more reflective elements, 1 

i 

According to the Office Actilon, Josefsson discloses a half-spherical marker (which the 

and reflective paint (which the Examiner considered 
Claim 30 has been amended to clarify that the 



Examiner considered to be a markerj block), 
to be reference locations on a markerj block) 
reference locations are spaced apart 



ftorn each other, and claim 53 has been amended to clarify 
that the reflective elements are spapsc ■ apartjfrom each other. Josefsson does not disclose or 

suggest a marker block having two reference locations or two reflective markers that are spaced 

I | 1 ' ■ 

apart from each other. : >| 2 

Leis also does not disclosejor! suggest the respective marker blocks of claims 30 and 53, 

! i ' ^ • j- i 

and therefore fails to make up the deficiency present in Josefsson. Rather, Leis discloses 

surgical instruments 11a, lib, each ql|vhich includes a plurality of markers 12 (column 3, lines 

58-60). Nothing in Leis teaches qr s ! i i^gesis use of a marker block, nor does Leis suggest the 

desirability of departing from the sysl em thjerein and using a marker block instead. Since neither 

Josefsson nor Leis discloses or sugg&b th«) marker blocks as recited in claims 30 and 53, they 
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cannot be combined to form the 
foregoing reason, claims 30 and 53, 
allowable over Josefsson, Leis, and 
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Claims 58-65 

New claim 65 recites coupling 
coupling a second reflective element 
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resuftml subject matter of these claims. For at least the 
itheir respective dependent claims, are believed 
combination. 



In addition to the foregoing, doling in either reference contains any teaching or 
suggestion that they be combined or thJdesiiiability of such combination. 



„ k first reflective element to a first portion of a person, and 
tola second portion of the person, wherein the first 



reflective element remains substantia^ stationary relative to the second reflective element 
during the procedure. Applicant re^eltfully submits that claim 65 and its dependent claims are 
allowable over Josefsson and Leis iiihce neijher reference discloses or suggests the above 
limitations. In particular, Leis disc Isfs securing markers to a surgical instrument, and therefore, 
does not disclose or suggest coupling rtflective elements to a person. In addition, Josefsson 
discloses placing markers on differ |t body parts that move relative to each other during a 
procedure (i.e., so that an animatio « bejcreated). As such, Josefsson in fact teaches away 
from reflective elements that remalii^starmally stationary relative to each other during a 
procedure. 
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jfcONCLUSION 

'I 

If the Examiner has any questi^ « comments regarding this response, please contact 



JLl Lilt: .LjyvaiiJJii^i. n ~7| . j 

the undersigned at the number listed t&w. Further to the Power of Attorney filed on March 6, 2003 , 
please change the attorney docket numbe^om [267/032] to reflect Bingham McCutchen's docket 
number, which is: VM7O10755001. :'• j i 

The Commissioner is authorized to charge any fees due in connection with the filing of 
this document to Bingham McCutche&l Deposit Account No. 50-25J& referencing billing 
number 7010755001. The CoimnissiOTer is authorized to credit any overpayment or to charge 
any underpayment to Bingham McC#ieo^ Deposit Account No. 50^518, referencing billing 
number 7010755001. :| ; 

DATE: Jul y |A . 2006 



Respectfully submitted, 



By: 

i 




Gerald Chan 
Registration No. 51,541 



Bingham McCutchen LLP 
Three Embarcadero Center, Suite 15 
San Francisco, California 94111 
Telephone: (650)849-4960 
Facsimile: (650)849-4800 
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